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HC |V1ARKS 

, aaim 20 ltM beeo ctmceM without Pt=i«li« 

CU^s 21-40 . pt^ l^o - O-^ ^ ^ „ . _ 

The issues ouBUndtag in this spplicaioo aress folio™ 

. c— 10, 22-25 ^ ,5-3. - tei-teo — 35 U.S.C . ..«« - - - J. 

^le L Shepp-o. i - C «*■ ^ - * — " * ^ 6 ' 319 '" 
and Zuketai. (WO 97/07993); 

d 29 32 are rejected under 35 U.S.C. § 103(a) as being 
Claims 21, 26 and 29-32 are rejec 319,469) 
_. t ^ ,i m<5 6 143 247) in view of Mian et al. (Ub o,* / 
unpatentable over Sheppard, Jr et al (US 6,143 24 > ^5,800,778). 
r d Zn k etal.(W097/Q7993)taken^inv 1 ewofCbenetal.^^ 

• 07 and 29 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
Claims 27 and 29 are rejecreu (WO 

m view of Mian et al. (US 6,319,40?;, aw. « 
over Sheppard, Jr et al (US 6,143, 247) in view ^ ^ ^ ^ 

97/07993) and Chen et al. (US 5,800.778) taken farther in vie 

5,190,879). 

-j *t al rtJS 6 143 247) in view of Mian et al. (US 6.319.4&;), aux 
over Sheppard, Jretal (US 6,14i, -4 J 

97/07993) taken farther in view of Cook(W094264l3). 

ttaverse outstanding rejections, and Applicants 

scants ^^^^ ^ m Ught of the amendments and 
respectfully request reconsideration and witnora 

remarks contained herein. 
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A 0^20, 22-26,31, 33,36,and 4,-47 ^ ^ ^ 

^ 1-5 -aft ore rejected undei 35 u.&a^. s * ' 
Ciahns 19. 22-25 and 3* l« ^° ^ „ „ ^ ^,0.469) 

^previously canceled. Thus, with gr Applicants have canceled 

and in order to advance the prosecuuon of the prese made into an 

clai m 20 without prejudice and without axqu.escence. Clann 
independent claim. 

^ Fxaminer that section 103 requires consideration 
of^clamtedtavenunn-asav-hole. This Unjo „ „, Co ., 713 F.2d 693, 

698 (Fed. Cir. 1983). I. appear, that <■»*»—- it mOTto n. . hydrophobic 

n^nue* of Chanel, and chambers. App valve which valve 

eHher separably or "ach TTT^ .chamber or channel. 1»« 

a Iodised region * ft. — a 

Applicants respectfully O" 4 * e Exam " tt 



instead of its parts. 



Fxmim eT indicates that neither Sheppard nor Mian 
Turning to the references the ^ _ of skm „ 

! .each or suggest a hydtophobrc va!ve. ^^...ta*-- 

„ ^d he capable combining ^^"^1^ Gannon. AppKcants 

with the device of Sheppard «rf ^ ^ of the 

assert that the method of Zak u used to render all <h ^ ^ 

hydrophohic such nta, . i*roduced „ and 
an e^ema. force is applied, thus Zua destea . acut«e £d . ^ - 

and! an «temal fcrce is — i— dtis is the 

page .0. Unas This is not ^ ^ ^ hydropkobicjty b locaJi acd 

opposite of the present invennon. to the present nt 
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^ a chamber or a channeb Thus, to present invention * * — — ^ 

flow without beading. v. 

M tte Examiner to indicated neither itoppard nor Mian teach or a»gge«a 

^1!^. aa deflned according - - P— — ** "T^U 
The mrin focus of Z«k is to retain fluids wito. to flowpato and chamber. Tto .a 
t^*- b, treating *e entire surfane of to flowpato and cabers - 
am hydrophobic. By utiUzh* completely hydrophobic flowpato and chambem 
and, 1 ia retoined. Tha mechanism ia h, beading. This is oppostte of to 
XTtamion io which there ia a .ocaiized re*on of hydrophob^ a-*, 
n^ophobic vxive thereby preventing tmnspor. of to ti q uid m*. a dnvmg ta. . 
KO ZLs ia usad. Thus, one of «U in to ar, w<ndd no, hava been mot.vs.ed to combu* 
to^hiof Zuhwiththuof Sheppaad.no/oa Mian. Apptican.s ta * 
."I ^ m „ g<:d to „ improper hindsight reconstiuction. picking and ehoosmg from 
^m^tord^mtoirto^. "--o.^M^gh,^*- 
L Id choose among iso,..ed disclosure, in <he prior « ,0 deprecate to clamed 
invention." In re Fine, 5 USPQ2d 1596. 1600 (Fed. Cir. 1988). 

i * tt^A a «^<»ai»*tioti or teaching of a microfabricated 

Still further, Applicants can not find a suggestion or g 

, , „ Thus if the Examiner maintains the 
1 device having a hydrophobic valve as defined in 22. ltms, 

^ to coal tmve reared tot to Exsnnner show some suggestion ~m_ 
Coding to invention itself, to make to now combination. See In re Rouffet. 149 *3d 
^55-56 (Fed. Cir. .998, In re Lee 27, F. 2d 1338. 61 USPQ 2d .430 (Fed. Or. 
2002); and e.f. R«ie v. A.B. Chance Co., F.3d 1270 (Fed. Cir. 2004). 

Applicant remind to Examiner .ha. a^/ocio case nece-u.es disCoaure of to 
' « 2 either a suggestion or motivation » modi* a reference to pmdnceto^ pr«e» 
; tovention. and a reasonable expectotion of snceess of producing to present uwenbon^ In re 

" 7 488. 20 USPQ2d 1438. (Fed. Cir. 1991). Zuk teaches flov^ato and 
to. axa comply hydrophobic end Urge enough tor a ti,»id ^ 
torn to flow path to form a bead mst~d of flowing downstieanv, thus, tore re no flow amd 
l extom.. pressure ia apptied. A teaching of fluid mention or no flow of flu.de ,n a . 
. completely hydrophobic flow pam doe, no. provide a reaeonabto expectation of success for 
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within a chamber or channel. Such mo a reasonable 



case of obviousness. 



• f the above Applicants assert that neither Zuk. Sheppard or Mian teach or 

rr::rr=~— ~~ 



(CCPA 1974). 



Examiner ihat these are dependent — . ~ — " £ ^J"^ ^ 
^22. A. indicated by the cenru, if en mdepend^ 837 F . M 10 71. 5 
K>3. men any eUta depending therefotm i. —*«-- In re Fine, 
USPQ2d 1 596 (Fed. Cir. 1 988). 

B Claim 21, 26 and 29-32 

• *i M and 29 32 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
Claims 21, 26 and 29-3Z are rejt*, 

j , . nT Q 6 i 43 2 47)m view ofMianetal. (US 6,319,46*) ano 
over Sheppard, Jteial. (US 6,143, 24/ J m5B27| |j Applicants respectfully 

(WO 97/07993) taken further in view of Chen et al. (US 5,822.788). A PP 



traverse. 



, • n\ 7f\ and 29-32 Applicants remind the Examiner that these 
With respect to olamis 21. 26 and 29 M. «PP ,„,__,,_. claim 22. As 

« dependent claims ** income -1 - *~ ° f „ 
JTo, *e coasts, if an independent Cain, is J-* ^ 
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C. C laim27and28 1Q3(a) being ^patentable over 

Claims 27 and 28 are rejected under 35 U S.C. § 1031) 

, /»tc a 147% in view of Mian et al. (US 
Sheppard, Jr et al. (US 6,143, 247) in view ^ ^ ^ 

_ . attq 5 822 788) and taken furtner in view w 

97/07993) and Chen et al. (US 5,8^, i**} 

5 190 879). Applicants respectfully traverse. 

dep-d- ~ a., fte — -J^T,^ ften any Cain. 

by „ eon*. « an ^ ^~ F r^«- * ^ » 
1988). Thus, Applicants respectfully request mar 
n Claims 39 and 40 

- j ,, w ,m ]S c« 103(a) as being unpatentable over 

S ^ * " * rvil of Coo, Agents -—My 

97/07993) and taken further in view » 



traverse. 



..i™ 39 and 40. Applicants remind the Examiner that fteae tie 
WW> respect to cleans 39 end «. *n> „„_<,_, clainl 22. Aa indicated 

pendent Cairns ft. incorporate « fte linens of ^ „ y oWm 

Jfte courts, if an independent Cairn U -~ p ^ 1594 ^ C, 

CONCT,USTQN 

u ampndment applicant believes the pending application is in 
to view of the above amendment, appucai*. 

condition for allowance. 

^beUevosnofeeisdue.^s^ 

charge our Deposit Account No. 06-2375, under Order No. HO-P0219 

undersigned is authorized to draw. 
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Dated: August 22, 2005 



Respectful 



Melissa ^ Acosta, Ph.D. 



itted, 




1Y1CU»»<* - * "~ ' 

Fulbright Tower 

1301 McKinney, Suite 5100 

Houston, Texas 77010-3095 

(713) 651-5151 

(713) 651-5246 (Fax) 

Agent for Applicant 
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